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COMMENT

Judicially Created Defenses to the
Unauthorized Use of Trademarks
Before the current age of national and international marketing
of goods and services, buyers usually purchased from local sellers.
Sellers, for various reasons, identified their products' with a mark.2
As competition arose among sellers, such marks became important,
initially, to identify the origin of the product. Where goods could
not be distinguished by their design, a distinctive mark identifying
the origin of the goods became important to both buyer and seller.
The buyer, having once ascertained the quality of the goods to be
appropriate for his use, could now purchase the product in the future by merely recognizing and relying on the mark. The seller was
then assured of future sales and profit. If, however, another seller
used the mark on his goods, and the buyer purchased those goods
in reliance on the mark, the origifial seller was deprived of profits
he otherwise would have made.8 In sum then, the early trademark
functioned simply to distinguish the product as that of the particular seller and to protect his good will' against another selling a different product as his.5
With progress came more buyers and sellers. Transportation
1. Throughout this comment "product" is interchangeable with "service."
2. "Marks" include any word, name, symbol or device or any combination

thereof. "Trademarks" are used to identify goods and to distinguish them from
other goods. "Servicemarks" are marks used in the sale or advertisement of services. "Certification marks" are marks used with the products or services of a

person other than the owner of the mark to certify quality, mode of manufacture,
material, regional or other origin, etc., or that the work on the goods or services
was performed by members of a union or other organization. Lanham Act, 15
U.S.C. §§ 1051-1127 (1976) [hereinafter cited as Lanham Act].
3. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 412 (1916).
4. Good will has been defined in relation to goods as "the favorable consideration shown by the purchasing public to goods known to emanate from a particular source." White Tower System v. White Castle System of Eating Houses Corp.,
90 F.2d 67, 69 (6th Cir. 1937), and in relation to services as "the favor which the
management of a business wins from the public." National Chemical Mfg. Co., v.
United States, 67 Ct. Cl. 607, 612 (1929).
5. United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 97 (1918).
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and communication 6 increased beyond the speculation of most
people a generation ago. With such progress, trademarks have become a critical factor in the smooth operation of an economy,
thereby increasing their importance and function. Today, authorities generally agree that there are as many as six ways in which

modern trademarks function and obtain legal protection:7 (1) to

designate the source of a product (even though the consumer is
unaware of what the source is);' (2) to indicate a distinct level of
quality in the product;9 (3) to distinguish one product from another; 10 (4) to represent the good will of the owner of the mark"
and therefore motivate buyers to purchase the product; 2 (5) to advertise the product;' 8 and (6) to protect the public from confusion
and deception."
The law of trademarks is encompassed within the broader law
of unfair competition," which is difficult to describe definitively,
6. The Wall Street Journal reports that market research experiments are being conducted with "split cable" television which allows commercials for products
not being used in a home to be shown in that home instead of commercials for
products that are presently being used in that home. Wall St. J., Sept. 25, 1981, at
25, col. 4.
7. 1 J. GILSON, TRADEMARK PROTECTION AND PRACTICE, § 1.03 (1980); 1 J. McCARTHY, TRADEMARKS AND UNFAIR COMPETITION, §§ 3.1-3.5 (1973).
8. Union Carbide Corp. v. Every-Ready, Inc., 531 F.2d 366 (7th Cir. 1976);
Family Circle, Inc. v. Family Circle Assoc., 332 F.2d 534 (3d Cir. 1964).
9. Siegel v. Chicken Delight, Inc., 448 F.2d 43, 48-49 (9th Cir. 1971), cert.
denied, 405 U.S. 955 (1972); Shredded Wheat Co. v. Humphrey Cornell Co., 250
F. 960, 963 (2d Cir. 1918); Fleischmann Distilling Corp. v. Maier Brewing Co., 314
F.2d 149 (9th Cir. 1963), cert. denied, 374 U.S. 830 (1963).
10. Lanham Act § 45 ("used by a manufacturer or merchant to identify his
goods and distinguish them from those manufactured or sold by others."); Pacific
Supply Co-operative v. Farmers Union Central Exchange, Inc., 318 F.2d 894 (9th
Cir. 1963), cert. denied, 375 U.S. 965 (1964).
11. "[A] distinguishable token devised or picked out with the intent to appropriate it to a particular class of goods and with the hope that it will come to
symbolize good will." Beech-Nut Packing Co. v. P. Lorillard Co., 273 U.S. 629, 632
(1927).
12. "A trade-mark is a merchandising short-cut which induces a purchaser to
select what he wants, or what he has been led to believe he wants." Mishawaka
Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203, 205 (1942).
13. "The owner of the trade-mark has the exclusive right to use a trademark
as a symbol to attract the public." Volkswagenwerk Aktiengesellschaff v. Tatum,
344 F. Supp. 235, 237 (S.D. Fla. 1972).
14. Lanham Act § 32; Metropolitan Life Ins. Co. v. Metropolitan Ins. Co., 277
F.2d 896 (7th Cir. 1960).
15. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 413 (1916).
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other than it is any business practice "a court of equity would consider unfair.""6 The flexibility inherent in such a definition, allows
courts to make actionable unfair practices which have yet to be
devised. 1 The basis of the law of unfair competition is to prevent a
seller from marketing his goods in such a way that it appears that
they come from another source;"8 the simplest way to do this is to
use the trademark of another.' Additionally, the law of unfair
competition makes actionable the disparagement of a competitor
or his goods, theft of trade secrets, misappropriation of valuable
business data, advertisement of goods with the intent not to sell
them as advertised and many other practices. 20
Trademark protection is found in both federal and state law.

At the federal level, the Lanham Act controls. At the state level
there is both the common law of unfair competition and statutory
law. 2 1 The Lanham Act does not pre-empt state law unless federal
and state law conflict.2" State law can also extend beyond the scope

16. Charcoal Steak House of Charlotte, Inc. v. Staley, 263 N.C. 199, 204, 139
S.E.2d 185, 189 (1964).
17. "[T]here is no part of the law which is more plastic than unfair competition, and what was not reckoned an actionable wrong 25 years ago may have become such today." Ely-Norris Safe Co. v. Mosler Safe Co., 7 F.2d 603, 604 (2d Cir.
1925). At times even competition between the parties is not necessary. See Lone
Ranger, Inc. v. Cox, 124 F.2d 650 (4th Cir. 1942); Independent Nail & Packing
Co., Inc. v. Stronghol Screw Products, Inc., 205 F.2d 921 (7th Cir. 1953), cert.
denied, 346 U.S. 886 (1953).
18. This is commonly referred to as "palming off" or "passing off." See K-SH Plastics, Inc. v. Carolite, Inc., 408 F.2d 54 (9th Cir. 1969), cert. denied, 396 U.S.
825 (1969).
19. American-Marietta Co. v. Krigsman, 275 F.2d 287 (2d Cir. 1960).
20. See UNIFORM DECEPTIVE TRADE PRACTICES AcT (rev. 1966); 'Unfair Trade

Practices and Consumer Protection Law, 26

SUGGESTED STATE LEGISLATION

A-71

(1967).
21. The Model State Trademark Bill drafted by the United States Trademark Association has been enacted in all states except Hawaii, New Mexico, Tennessee, West Virginia and Wisconsin. 1 J. GILSON, supra note 7, at § 1.04[21[a]
n.26.
22. The Lanham Act § 45 states: "The intent of this Act is to regulate commerce within the control of Congress by making actionable the deceptive and misleading use of marks in such commerce; to protect registered marks used in such
commerce from interference by State, or territorial legislation. . . ." See also Sargent & Co. v. Welco Feed Mfg. Co., 195 F.2d 929 (8th Cir. 1952) (when a mark is
federally registered, state trademark law cannot conflict with or lessen the scope
of the Act); Mister Donut of America, Inc. v. Mr. Donut, Inc., 418 F.2d 838 (9th
Cir. 1969) (state law cannot be used to defeat a Lanham Act defense); Mariniello
v. Shell Oil Co., 511 F.2d 853 (3d Cir. 1975) (reasonable restrictions of federally
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of the Lanham Act.2" Given these three sources, plaintiffs in trademark actions commonly rely upon the multiple bases of the Lanham Act, the common law of unfair competition and state' statutory law.
The Lanham Act codifies the common law of trademarks and
in most cases is the controlling law. The Lanham Act's intent, as
set out in § 45, "is to regulate commerce within the control of Congress by making actionable the deceptive and misleading use of
[tradelmarks in such commerce .

. . ."

Registration of a trade-

mark on the principal register is prima facie evidence of the registrant's "exclusive right" to use the mark."' Under the provisions of
§ 15, this exclusive right becomes incontestable and conclusive evidence of the registrant's right to use the trademark. Where another
has used the actual trademark without authorization or has used a
confusingly similar trademark, he may be liable for infringing the
25
registrant's trademark in a civil action brought by the registrant.
Despite the granting of an "exclusive use" under the Lanham
Act, it is not always true that the owner of a valid, properly registered trademark may exclude others from using that trademark in
all circumstances. Situations exist where the use of the mark or
registered mark where not conflicting with the Lanham Act were held to be
permissible).
23. For example, the Model Bill includes likelihood of injury to business reputation or of dilution of the distinctive quality of a trademark. See Polaroid Corp.
v. Polaroid, Inc., 319 F.2d 830 (7th Cir. 1963).
24. Any registration issued under the Act of March 3, 1881, or the Act of
February 20, 1905, or of a mark registered on the principal register provided by this chapter and owned by a party to an action shall be admissible in evidence and shall be prima facie evidence of registrant's exclusive
right to use the registered mark in commerce on the goods or services
specified in the registration subject to any conditions or limitations
stated therein, but shall not preclude an opposing party from proving
any legal or equitable defense or defect which might have been asserted
if such mark had not been registered.
Lanham Act § 33(a) (emphasis added).
25. Remedies; infringement; (1) Any person who shall, without the consent of the registrant-(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with
the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion,
or to cause mistake, or to deceive ...

shall be liable in a civil action by

the registrant for the remedies hereinafter provided.
Lanham Act § 32.
See Conard-Pyle Co. v. Thuron Industries, 201 U.S.P.Q. 733 (N.D. Tex. 1978)
for factors used by courts to weigh this issue of likelihood of confusion.
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one that is confusingly similar neither harms a plaintiff or the public. Consequently, Congress has created certain exceptions to exclusive use within the Lanham Act.2 s The courts have found it necessary to go beyond these provisions and have created additional
defenses to claims of exclusive use. It should be noted, however,
that it is not clear whether these "defenses" are true affirmative
defenses or are merely judicial recognition of successful rebuttals
to prima facie cases of trademark infringement or unfair competi-

tion.2 7 However characterized, circumstances in which courts per26. a. Remoteness of markets: where the products are similar but the product markets are so geographically remote that confusion is not likely (e.g., Margaret's Tea House of Anchorage, Alaska and Margaret's Tea House of Key West,
Florida), or where an unregistered mark had been used prior to registration of a
similar mark, Lanham Act §§ 2(d), 33(b)(5); see also Dawn Donut Co. v. Hart's
Food Stores, Inc., 267 F.2d 358, 364 (2d Cir. 1959). b. Fair use: a use, other than
as a trademark, which is descriptive and used in good faith only to describe the
goods or services, Lanham Act § 33(b)(4); see also Q-Tips, Inc. v. Johnson &
Johnson, 206 F.2d 144 (3d Cir. 1953); Frostie Co. v. Dr. Pepper Co., 341 F.2d 363
(5th Cir. 1965). c. Antitrust: where the infringed trademark violates the antitrust
laws, Lanham Act § 33(b)(7); see also' Siegel v. Chicken Delight, Inc., 448 F.2d 43
(9th Cir. 1971), cert. denied, 405 U.S. 955 (1972). d. Misrepresentation:Lanham
Act § 43(a); see also section on comparative advertising infra for discussion of
this related defense.
27. The key factor in this conceptual problem is the element of likelihood of
confusion. Under the Lanham Act § 32 and the common law tort of unfair competition (see, e.g., Kentucky Fried Chicken Corp. v. Diversified Packaging Corp.,
509 F. Supp. 1036, 1042 (S.D.N.Y. 1981)) the plaintiff bears the burden of proving
that the unauthoriied use of his mark causes a likelihood of confusion as to the
source of the defendant's goods or services. Yet, when the courts allow such unauthorized use in the circumstances described in this comment, they require the
defendant to show that his use creates no likelihood of confusion. See Prestonettes, Inc. v. Coty, 264 U.S. 359, 369 (1924). This seemingly paradoxical situation
has the courts placing the burden to prove a likelihood of confusion upon the
plaintiff and, upon the defendant, the negative of the same element.
The courts have not been particularly lucid on this point, as will become evident when the cases are examined. There do appear, however, to be sound arguments for viewing these judicially-created "defenses" as true affirmative defenses.
If the defendant merely had to rebut plaintiff's prima facie proof of likelihood of
confusion, the courts would not discuss at length the defendant's right to use the
plaintiff's mark in the particular circumstance. See, e.g., Prestonettes, 264 U.S. at
369 ("the statement of facts that unquestionably the defendant has a right to
communicate in some form.

.

."); Saxlehner v. Wagner, 216 U.S. 375, 380 (1910)

("They have a right to tell the public what they are doing, and ... that they are
trying to make the same article, and think that they succeeded."); Dodge Bros. v.
East, 8 F.2d 872, 877 (E.D.N.Y. 1925) ("[A]n individual or a business concern
could and must use the name 'Dodge' in describing what is in truth a 'Dodge'
car."); Volkswagenwerk Aktiengesellschaft v. Church, 411 F.2d 350, 352 (9th Cir.
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mit defendant the use plaintiffs valid trademark"8 are: (1) where
the mark is used in a truthful description of the defendant's product; (2) where it is used in a comparative advertisement; and (3)
where the mark is used in a manner which can be characterized as
1969) ("It is not disputed that Church may specialize in the repair of Volkswagen
vehicles. He may also advertise to the effect that he does so, and in such advertising it would be difficult, if not impossible, for him to avoid altogether the use of
the word Volkswagen. . . ."); Societe Comptior de L'Industrie Cotonnieve Establissements Boussac v. Alexander's Dept. Store, Inc. 299 F.2d 33, 36 (2d Cir. 1962)
("The Lanham Act does not prohibit a commercial rival's truthfully denominating
a copy of a design in the public domain, though he uses the name of the designer
to do so. Indeed it is difficult to see any other means that might be employed to
inform the consuming public of the origin of the design."); Cuisinarts, Inc. v.
Robot-Coupe Int'l Corp., 509 F. Supp. 1036, 1042 (S.D.N.Y. 1981). Nor would the
courts stress the policy reasons for allowing such use. See, e.g., Smith v. Chanel,
Inc., 402 F.2d 562, 568 (9th Cir. 1968) ("[T]he public interest would not be served
by a rule of law which would preclude sellers. . . from advising consumers of the
equivalence [of their product to that of the competitor] and thus effectively deprive consumers of knowledge that an identical product was being offered at one
third the price."); Societe Comptior, 299 F.2d at 37 ("The interest of the consumer here in competitive prices . . . is at least as great as the interest of the
plaintiffs in monopolizing the name."); Deering Harvester Co. v. Whitman &
Barnes Mfg., 91 F. 376, 380 (6th Cir. 1898) ("If complainant's contention [that
defendant cannot use plaintiff's trademark to sell repair service and replacement
parts for plaintiff's machinery] is well founded, it will injure the public by stifling
competition in the manufacture and sale of such repairs and replacements by confining their production to the original producer."); Berlin v. E. C. Publications,
Inc., 329 F.2d 541, 545, cert. denied, 379 U.S. 822 (1964) ("[Plarody and satire are
deserving of substantial freedom-both as entertainment and as a form of social
and literary criticism."); University of Notre Dame v. Twentieth Century-Fox
Film Corp., 22 A.D.2d 452, 462, 256 N.Y.S.2d 301, 307 (1965) ("[W]e are not prepared to hold that exercise of the freedom in the instant circumstances infringes
on the rights which equity should protect."). Neither would the courts impose
upon the defendant the additional burden of proving the truthfulness of his
claims as to descriptions of the product. Prestonettes, 264 U.S. at 369. Finally,
although the courts require a showing by the defendant of no likelihood of confusion, they may in fact be accepting the existence of some confusion, for overriding
policy reasons.
28. For reasons of clarity and convenience plaintiff/defendant designations
will be employed throughout the comment to indicate which party owns the mark
(the plaintiff) and which party has used it without authorization (the defendant).
This comment is not directed toward situations where the defendant uses the
plaintiff's mark or one confusingly similar and claims it as his own. Rather, in the
circumstances explored here, the defendant is aware that he is using the plaintiff's
mark and it is his intention that others recognize the mark as that of the plaintiff
and not of the defendant.

TRADEMARK INFRINGEMENT DEFENSES
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parody or satire.

9

THE DEFENSE OF TRUTHFUL DESCRIPTION

Buyers generally have some concern about the quality of their
purchase. Will it be appropriate for its intended use? This concern
may be manifested by a desire to know the contents of the purchased product. Sellers recognize that satisfying the buyer's desire
to know more about the product results in more sales and sellers
will therefore want to disclose as much information as the buyer
deems helpful. A problem arises when a truthful description of a
product's contents necessitates the use of the trademark of another. The issue is then raised whether this use constitutes trademark infringement or unfair competition.
Courts have recognized that there is a public interest in the
seller being able to describe truthfully his goods to prospective
buyers. Mr. Justice Holmes, in the seminal case of Prestonettes,
Inc. v. Coty,30 said that "[w]hen the mark is used in a way that
does not deceive the public we see no such sanctity in the word as
to prevent its being used to tell the truth."'8
Litigation of circumstances under which a defendant has described his product using another's trademark may be divided into
four categories.' 1 ' The first two categories relate to the use of
trademarks for products that are repackaged or reprocessed and
for products that are repaired or reconditioned. The focus of the
third category of cases is on the defendant's employment of plaintiff's trademark to sell replacement parts or accessory products for
use with plaintiff's product. Finally, there are situations where
29. See A. FLETCHER, TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION IN
GENERAL AND FAIR USE OF ANOTHER'S MARK 9 (Practising Law Institute No. 133,
1981); S.KANE, COLLATERAL AND OTHER PERMITTED USES 185 (Practising Law Institute No. 121, 1980); R. CALLMANN, UNFAIR COMPETITION, TRADEMARKS AND MONOPOLIES §§ 84.1(c), 84.2(c) (3d ed. 1969); J. MCCARTHY, supra note 7, at §§ 25.825.13.
There are situations where the use of a trademark similar to plaintiff's is

excused because it is not infringing. However, other practices by defendant in
concert with the use can result in unfair competition and in an injunction prohibiting the use. In B. H. Bunn Co. v. AAA Replacement Parts Co., 451 F.2d 1254
(5th Cir. 1971), the trademark used was similar to plaintiff's but not found to be
infringing, yet the court enjoined its use because other acts by the defendant ,in
concert with the use of the mark constituted unfair competition.
30. 264 U.S. 359 (1924).
31. Id. at 368.
31.1 See note 29 supra.
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plaintiff's trademark is used in conjunction with defendant's offer
of repair service for or sales of plaintiff's product.
A. When the trademark of a repackaged or reprocessed product
is used to describe the product being offered for sale
A manufacturer of dishwashing soap sells it only in 50 gallon
drums to restaurants and large institutions. The high purchase
price and virtual lifetime supply preclude most housewives from
buying it. Would an entrepreneur who bought the product in 50
gallon drums and rebottled it in 12 oz. containers be able to use
the original manufacturer's trademark to sell the product?
Prestonettes v. Coty (an action solely for trademark infringement) is the keystone case in this first category. Here, the defendant (Prestonettes) purchased "L'Origan" perfume and face powder from the plaintiff (Coty). The perfume was rebottled into
smaller bottles and sold. The powder, after the addition of a
binder, was compressed and sold in a compact. The Court, concerned about protecting the good will of plaintiff's business, set out
three elements the defendant had to meet in order to use plaintiff's
trademark to describe his own product: First, the description must
be truthful; second, the public must not be deceived by the manner in which the alleged infringed mark is used; and third, to insure that a "casual purchaser" is not deceived, the trademark must
be used in a collateral or subordinate way so that it does not
"stand out" from the remaining description on the label.*' Applying this standard, the Court found that the use of the Coty trademark by Prestonettes was permissible.
The Court also addressed the question of the possible loss of
good will should the repackaged or reprocessed product deteriorate. It found that adequately informing the public as to who does
the repackaging or reprocessing in the product description is sufficient to protect the plaintiff."8 Although Prestonettes has never
been overruled and in fact was reaffirmed by the Court in an ac32. Id. at 368-69. The Prestonettes requirement o an explanatory legend

when collateral use is made of the plaintiff's trademark has been followed in simi-

lar circumstances in other cases. See, e.g., Guerlain Perfumery Corp. v. Samuel S.

Klein, 57 F.2d 724, 726 (E.D.N.Y. 1932); R. B. Semler, Inc. v. Kirk, 27 F. Supp.
630 (E.D. Pa. 1938); Bayer Co. v. Shoyer, 27 F. Supp. 633 (E.D. Pa. 1939); Mead

Johnson &Co. v. Baby's Formula Service, Inc., 270 F. Supp. 607 (S.D. Fla. 1967),
rev'd, 402 F.2d 19 (5th Cii. 1968); Chanel, Inc. v. Casa Flora Co., 94 N.J. Super.
110, 226 A.2d 854 (1967), modified, 100 N.J. Super. 19, 241 A.2d 24 (1968).
33. Prestonettes, Inc. v. Coty, 264 U.S. 359, 369 (1924).
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tion for unfair competition and infringement, 4 it has not gone
5
without criticism.8
It is worth noting that when proposed as a bill, the Lanham
Act protected owners of registered marks against repacking and refilling, provided the product and its container carried a "notice
that the goods may be resold only unaltered or in the original
package or container" (§ 32(3)). Nevertheless, this provision failed
to become law on the rationale that the courts should decide
whether the defendant's conduct under the circumstances constituted infringement or unfair competition. s
A recent case involving defendants' rebottling of plaintiff's
product is illustrative of how a cause of action in unfair competition may result in a lourt enjoining defendants' use of plaintiff's
37
mark. Clairol, Inc. v. Boston Discount Center of Berkley, Inc.
was brought as a diversity action under Michigan unfair competition law rather than under the Lanham Act. The significance of
Clairol is that, although the description was truthful and there was
no finding of deception, the court held that there was unfair competition and enjoined the defendants' use of the plaintiff's trademark. In this case the defendants were purchasing professional or
salon-use hair coloring products, rebottling them, and reselling to
the general public. In essence, plaintiff sold the same products s to
the general public for home use but in smaller containers for a
greater price. The court found that the product, as defendants sold
it, failed to contain proper instructions. This could have resulted in
deterioration of the product and physical harm to users. The court
34. Champion Spark Plug Co. v. Sanders, 331 U.S. 125 (1947).
35. "Mr. Justice Holmes lent the prestige of his great name to a doctrine that
does not appeal very greatly to the sense of fairness of the ordinary man and that
has been critically analyzed by experts in the field." Bourjois, Inc. v. Hermida
Labs., 106 F.2d 174, 174 (3d Cir. 1939); see also Underwood, A Criticism of the
Prestonettes v. Coty Decision, 43 TRADEMARK RPrR. 1020 (1953); R. CALLMANN,
UNFAIR COMPETITION, TRADEMARKS AND MONOPOLIES § 84.2(c) (3d ed. 1969).
36. R. CALLMANN, supra note 35, at § 84.2(c).

37. 608 F.2d 1114 (6th Cir. 1979). See also Clairol, Inc. v. Peekskill Thrift

Drug Corp., 141 U.S.P.Q. 147 (N.Y. Sup. Ct. 1964); Clairol, Inc. v. L. H. Martin
Value Center, Inc., 244 N.Y.S.2d 210, 40 Misc. 2d 875 (1963).
38. Certain unstable intermediate dye components were eliminated from the
retail product for the purpose of insuring the hair color would not fade as rapidly
as it would if they were present. Clairol contended that home users did not reapply the product as often as users who had their hair professionally colored and a
longer life would be necessary in order for the product to be successful on a retail
level. Clairol v. Boston Discount, 608 F.2d 1114, 1116 (6th Cir. 1979).
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found that to allow defendants the use of the mark would result in
plaintiff losing good will and could also result in his being subjected to defending both civil and criminal 9 actions with the attendant adverse publicity.40 The defendants' disregard of public
safety and their use of plaintiff's mark to make sales in a manner
which would decrease plaintiff's good will and thereby cost him
trade was held to be unfair competition. 41
To summarize, in this first category the initial element a defendant must prove is that the plaintiff's trademark is necessary
for a truthful description of its product. It would seem that either
plaintiff's product is part of defendant's or it is not. Circumstances
have arisen, however, where the quantity of the plaintiff's product
contained in the defendant's product becomes determinative of
how defendant can use the mark or, indeed, whether he can. Adding a trace amount has resulted in prohibiting the use because the
effect of the addition was inconsequential.42 One court has stated
that a legend showing the percentage of the plaintiff's product
would not be unreasonable. 3 Where defendant turned plaintiff's
towels into handbags without removing plaintiff's trademark, the
court required a legend disclaiming any connection between the
44
parties.

In order to protect the plaintiff from loss of good will should
defendant's treatment of plaintiff's product adversly affect that
product, a second element has been required by the courts. The
other element defendant must prove is that use of the plaintiff's
trademark is presented in a way so the public is not likely" to be
39. Failure to label properly pursuant to The Pure Food and Drug Acts, 21
U.S.C. §§ 332-36. Clairol v. Boston Discount, 608 F.2d at 1116 n.4.
40. Although not at issue, likelihood of confusion under Lanham Act § 32
could have been shown as well. The finding that the plaintiff's loss of good will in
this situation was due to defendants' acts logically demonstrates that the consumer attributes the product to the plaintiff, instead of, or as well as, to the
defendant.
41. Caveat: State statutory law must always be checked. For example, in
Lanvin Parfums, Inc. v. Le Dans, Ltd., 9 N.Y.2d 516, 215 N.Y.S.2d 257, 174
N.E.2d 920 (1961), the court found that New York statutes expressly forbid the
use of the original maker's trademark in repackaging.
42. Standard Oil Co. v. California Peach and Fig Growers, 28 F.2d 283 (D.C.
Del. 1928); Lambert Pharmacal Co. v. Listerated Co., 24 F.2d 122 (S.D. Tex.
1928). Both were actions for trademark infringement.
43. Coty, Inc. v. Leo Blume, Inc., 24 F.2d 924, 925 (2d Cir. 1928).
44. Scarves by Vera, Inc. v. American Handbags, Inc., 188 F. Supp. 255
(S.D.N.Y. 1960).
45. "Likelihood" of confusion rather than a showing of actual confusion or
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confused as to the source of the defendant's product.46
B. When the trademark of a repaired or reconditioned product
is used to describe the product being offered for sale
If a corporation developed a process to refuzz tennis balls,
would it be permissible for it to sell the newly refuzzed tennis balls
using the trademark of the original manufacturer of those balls?
In the previously discussed repackaging/reprocessing cases,
the product is unused. In this second category, the product has
been used by a consumer and then repaired or reconditioned by
the defendant before being offered for sale. The landmark case in
this area is Champion Spark Plug Co. v. Sanders47 where the
Court allowed the defendant, who reconditioned used Champion
Spark Plugs, to use Champion's mark on those plugs. The Court
acknowledged that, while a used product does not have the same
qualities as a new product, there is still a public interest in the
seller being able to describe his product truthfully to prospective
buyers. The Court stated that:
We are dealing here with second-hand goods. The spark
plugs, though used, are nevertheless Champion plugs and not
those of another make. There is evidence to support what one
would suspect, that a used spark plug which has been repaired or
reconditioned does not measure up to the specifications of a new
one. But the same would be true of a second-hand Ford or Chevrolet car. And we would not suppose that one could be enjoined
from selling a car whose valves had been reground and whose piston rings had been replaced unless he removed the name Ford or
Chevrolet....
[I]nferiority is expected in most second-hand articles. Indeed,
they generally cost the customer less. .

.

. Inferiority is immate-

rial so long as the article is clearly and distinctly sold as repaired
or reconditioned rather than as new. The result, is, of course, that
the second-hand dealer gets some advantage from the trade mark.
But under the rule of Prestonettes,Inc. v. Coty (US) supra, that
is wholly permissible so long as the manufacturer is not identified

deception is the standard under the Lanham Act § 32.
46. The collateral use of the trademark stressed in Prestonettes would appear to be one way of demonstrating whether the use is likely to confuse or
deceive rather than a separate element proved by defendant. A collateral presentation of plaintiff's mark was not discussed in Clairol. See also note 27 supra.
47. 331 U.S. 125 (1947). Champion was an action in both trademark infringement (under the Trademark Act of 1905) and unfair competition.
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with the inferior qualities of the product resulting from wear and
tear or the reconditioning by the dealer. Full disclosure gives the
manufacturer all the protection to which he is entitled."'
There is dicta in Champion stating that the repairing or reconditioning may be so extensive that it would be a misnomer to
call the product by its original name, even with the addition of the
words "used" or "repaired. '""
In Bulova Watch Co. v. Allerton Co.50 the defendant put manufacturer-plaintiff's watch movement into his casing. The defendant was enjoined from using the manufacturer's trademark (Bulova) on the watch dial. Since full disclosure of the contents of the
casing was required to permit the use of plaintiff's mark and the
necessary language could not fit on the dial, the mark could not be
used. Another court held that an original manufacturer may not
claim trademark infringement where it sold used machines to another, who then reconditioned the machines with new parts not
made by the original manufacturer and sold them as rebuilt machines under the original trademark.5 1
To summarize, as in the first category, the use of the plaintiff's
trademark in these cases must be in a truthful description of the
defendant's product. The more significant element, however, is
that there must be no likelihood" that the public will be confused
as to whose product defendant is selling." One measure of confusion is whether the inferior qualities inherent in a used or a resold
product might be attributed to the plaintiff." These cases emphasize that when the product is second-hand, any inferior qualities of
the repaired or reconditioned product must not be identified with
48. Id. at 128-30 (footnotes omitted).
49. Id. See also Ingersoll v. Doyle, 247 F. 620 (D. Mass. 1917), where it was
held that substantial alteration gives the product a new construction and use of
plaintiff's trademark would constitute infringement even if defendant furnished
an explanatory legend. But see Champion Spark Plug Co. v. Reich, 121 F.2d 769
(8th Cir. 1941), where the court permitted defendant's use of the mark because of
such an explanatory statement.
50. 328 F.2d 20 (7th Cir. 1964).
51. Electrolux Corp. v. Val-Worth, Inc., 6 N.Y.2d 556, 190 N.Y.S.2d 977, 161
N.E.2d 197 (1959).
52. See note 45 supra.
53. In Champion v. Sanders the defendant failed to put his mark on the
carton or the product, used plaintiff's sizing charts, and the word "renewed" was
almost illegible on the spark plug. But the use was permitted so long as the defendant complied with the court order.
54. Champion v. Sanders, 331 U.S. at 128-30.
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the original manufacturer if the original trademark is to be used.
C. When the trademark of a product is used to describe that a
-replacement or accessory part is suitable for the trademarked
product
May Crazy Dave's Auto Novelty Co. advertise that its lifelike
ceramic dogs, with bobbing heads and blinking eyes that are connected to the turn indicator, are engineered expressly to sit in the
rear window of your 1973 Chevorlet Impala?
Entire industries have been built around the furnishing of replacement parts and accessories for another manufacturer's products. The automotive industry provides a good example. Not only
will owners of Fords and Chevrolets require replacement fan belts,
spark plugs and other parts during the life of their cars, but they
may want to add mud flaps, more efficient carburetors or any number of items which the original manufacturer or another may offer.
Can a manufacturer of these parts and accessories use the trademark of the product for which they are suitable?
Cases in this category are distinguishable from those in the
preceding categories because the defendant's product is a wholly
different entity from the plaintiff's. In the preceding cases, there
was only one product (the plaintiff's) that was being manipulated
(repackaged, repaired, etc.) by the defendant in some permissible
fashion. The courts have found that is lawful for the defendant to
call attention'to the fact that the repair or renewal part as made
by him will fit into the commodity which is manufactured by the
plaintiff.55
In an early replacement parts case, the defendant was found
to have intended to deceive the public into believing that its spark
plugs were made by the plaintiff. The court announced the general
rule is that defendant is free to state its plugs can be used in Ford
engines and its core can be used in Champion plugs, so long as he
does not use any expression or does any act which will convey the
impression that the plugs and cores are of Champion manufacture
or are used as Ford factory equipment.5
A number of cases appear to have been resolved based on this
general rule. In a diversity action for unfair competition under
55. American Safety Razor Corp. v. International Safety Razor Corp., 26 F.2d
108, 110 (D.N.J. 1928), rev'd on other grounds, 34 F.2d 445 (3d Cir. 1929).
56. Myles Standish Mfg. Co. v. Champion Spark Plug Co., 282 F. 961, 968
(8th Cir. 1922).
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New York law, American-Marietta Co. v. Krigsman,5 7 the court
permitted a defendant to sell a refill for his own sponge mop and
that of a competitor under the legend: "This refill fits the O-Cedar
76 and Crown 400." There was no finding of confusion or palming
off.
In Electric Auto-Lite Co. v. P. & D. Mfg. Co.," not only did
the court permit defendant to use the phrase "to fit Auto-Lite" for
its replacement parts, but it allowed use of plaintiff's part numbers
to identify parts manufactured by the defendant.5 9 The court
found no unfair competition or trademark infringement because
the description was truthful and the trademark was used in a way
so the public was not confused. Nevertheless, the defendant cannot
use the trademark of the plaintiff directly on his replacement parts
since this would create a likelihood of confusion as to the origin of
the parts.60
In another case, Electronics Corporation of America v. Honeywell Inc.,s" defendant's brochure stated that its replacement part
was easily installed and was less expensive than plaintiff's replacement to plaintiff's heating unit safety control device. Neither claim
was accurate, and the plaintiff prevailed in his unfair competition
claim, the court enjoining the use of plaintiff's mark. The court
stated that market status may be used as a contributing factor to
find unfair competition in this situation. When a market is dominated by two firms as it was in Electronics Corp., any material
misrepresentation made by defendant about his product will damage the plaintiff whether or not a showing of passing off or express
disparagement can be made.
The broadening of the scope of this defense to encompass the
use of plaintiff's mark with products over which plaintiff has no
control appears to be in contrast to the previously noted reconditioning cases where the defendant's treatment of the plaintiff's
57. 275 F.2d 287 (2d Cir. 1960).
58. 78 F.2d 700 (2d Cir. 1935).
59. See also Deering Harvester Co. v. Whitman & Barnes Mfg. Co., 91 F. 376
(6th Cir. 1898); Germanow v. Standard Unbreakable Watch Crystals, 283 N.Y. 1,
27 N.E.2d 212 (1940).
60. Metal Stamping Corp. v. General Motors Corp., 33 F.2d 411 (7th Cir.
1929) (where defendant manufactured hub caps); Ford Motor Co. v. Wilson, 223
F. 808 (D.R.I. 1915) and Ford Motor Co. v. Helms, 25 F. Supp. 698 (E.D.N.Y.
1938) (where the parts were advertised as "Ford Articles"); Yale & Towne Mfg.
Co. v. Haber, 7 F. Supp. 791 (E.D.N.Y. 1934) (where the defendant used the name
"Yale Lock Service" for his business).
61. 428 F.2d 191, 194 (1st Cir. 1970).
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product was so extensive that no mention of the plaintiff's mark
was permitted.2 However, the essence of these decisions is the
same. If there is no likelihood of confusion as to the sponsorship of
the product the defendant is selling, then the plaintiff and the
public are protected. The plaintiff is protected from possible loss
of good will because of defendant's inferior product which could be
associated with plaintiff and the public is protected from possible
disappointment of its expectation that the product it purchases is
the plaintiff's.
D. When the trademark is used to describe the availability of
repair service or sales of the trademarkedproduct
Where Helmut von Crankschaften is able to repair Volkswagens, can he advertise that fact to the public or is he limited to
making reference only to "foreign cars"? Should Helmut also wish
to sell used Volkswagens as well as repair them, is it permissible
for him to put that on his sign? If Helmut buys genuine replacement parts from Volkswagen for his repair work and wants to sell
some of these parts to do-it-yourselfers, can he tell the public he
sells "genuine Volkswagen parts"?
In this category, defendant offers the public some service connected with the plaintiff's product after the plaintiff has sold the
product. Again, the issue is whether the defendant can use the
plaintiff's trademark in describing the service (repair or sales)
without infringing that mark or committing unfair competition.
As in the circumstances previously presented, plaintiff's primary concern here is loss of trade through loss of good will. In this
case, substandard performance on the part of the defendant could
reflect on the plaintiff. Plaintiff has the right to be free of the "corrosive effect" of defendant's inferior service performance on the
good will connected with plaintiff's business when the defendant
gains the chance to render the damagingly inferior service by creating the false impression of a connection with or sponsorship by
plaintiff through the use of his trademark. 3 Pursuant to this rationale, although the plaintiff may be competing with the defendant
in the repair service and sales markets, such competition alone is
not necessary for the plaintiff to bring an action in unfair competi62. See note 49 supra.
63. Hobart Mfg. Co. v. Kitchen Aid Service, Inc., 260 F. Supp. 559, 561-62
(E.D.N.Y. 1966).
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6
tion or infringement. '

A frequently observed circumstance where express authorization to use plaintiff's mark is rarely given but where there is little
litigation is when the defendant is a retailer and resells plaintiff's
product using the plaintiff's mark in the process. When defendant
has clear title to the product, the plaintiff cannot require him to
remove the mark or to refrain from using the mark in the process
of selling.6 5 Merely advertising that plaintiff's product is being sold
by defendant does not constitute infringement or unfair competition by the defendant, provided there is no confusion as to whether
defendant is an "authorized" dealer of the plaintiff when in fact he
is not. 6
There are two main policy reasons for protecting the plaintiff's
trademark in these cases. Offering repair service for or sales of the
plaintiff's product implies that there is a substantial quantity of
the product in the marketplace or that the individual product is
valuable. Defendant's service is thus in such demand that he can
make a living at it. A high volume of sales of the plaintiff's product
is often accompanied by heavy investment in advertising.67 It is

axiomatic that such advertising makes extensive use of the trademark of the plaintiff. Courts have recognized the function of the
plaintiff's trademark in advertising and treat this function of the
trademark as a protectable species of property: "[M]oney invested
in advertising is as much a part of the business as if invested in
buildings, or machinery, and a rival in business has no more right
to use the one than the other. . . ...
" Therefore, allowing defendant to use plaintiff's mark in this context amounts to a gratuitous
use of plaintiff's property.
Another consideration is that, because of a substantial repair
service market and its connection with sales,"' manufacturers often
spend great sums of money training dealers and repairmen and policing their franchises to insure performance stays within accept64. Id.
65. Sunbeam Corp. v. Payless Drug Stores, 113 F. Supp. 31 (N.D. Cal. 1953).

66. Stably, Inc. v. M.H. Jacobs Co., 87 F. Supp. 48 (N.D. Ill. 1949) and Trail
Chevrolet, Inc. v. General Motors Corp., 381 F.2d 353 (5th Cir. 1967).
67. Over $21,000,000 during a one year period in Volkswagenwerk Aktiengesellschaft v. Karadizian, 170 U.S.P.Q. 565, 566 (C.D.,Cal. 1971).
68. Hilson Co. v. Foster, 80 F. 896, 897 (S.D.N.Y. 1897) as quoted in Dodge
Bros. v. East, 8 F.2d 872, 874 (E.D.N.Y. 1925).
69. Pyle-National Co. v. Oliver Elec. Mfg. Co., 281 F. 632, 635 (8th Cir. 1922),
cert. denied, 260 U.S. 736 (1922).
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able limits. 70 Nevertheless, courts have recognized that despite
these substantial investments by the manufacturer and the resulting good will generated, there is still a public interest in protecting
truthful disclosure. It would be impossible for the defendant to tell
the public he repairs Volkswagens or sells Dodge cars without using the protected words "Volkswagen" and "Dodge. 7 1 The courts
draw the line, however, when the defendant's use of plaintiff's
of confusion as to the defendant's sponmark creates a likelihood
72
sorship or identity.
In comparison to the other categories allowing the truthful
description defense, courts in this situation have been very precise
in articulating what is and is not a permissible use of plaintiff's
trademark. An early case, Dodge Bros. v. East,78 was an action for
unfair competition. The court found that the public was deceived
by the defendant's use of plaintiff's distinctive lettering style in his
signs as well as his reference to himself as a "Dodge Dealer" on his
stationery, although other uses of the plaintiff's mark were permitted.74 In the plethora of cases brought by Volkswagen 5 in the late
1960's and early 1970's, the courts were very precise when enjoining transgressing defendants and used substantially the same
language in their orders:
[W]herever the word "Volkswagen" is so used: (i) language must
precede and follow such words or letters in characters equal to
and identical in size, type, face, color, mounting, spacing, illumination, decoration, material, and format; (ii) a color combination
involving blue may not be employed; (iii) the characters used
must be markedly different from "Memphis Bold" [a type style],
and (iv) the phrases "Volkswagen Sales," "Volkswagen Service,"
"Volkswagen Repair," "VW Sales," "VW Service," and "VW Re70. Volkswagenwerk Aktiengesellschaft v. Brewer, 170 U.S.P.Q. 560, 561 (D.
Ariz. 1971).
71. Volkswagenwerk Aktiengesellschaft v. Church, 411 F.2d 350, 352 (9th Cir.
1969); Dodge Bros. v. East, 8 F.2d 872, 876-77 (E.D.N.Y. 1925).
72. Volkswagenwerk Aktiengesellschaft v. Church, 411 F.2d 350 (9th Cir.
1969); Dodge Bros. v. East, 8 F.2d 872 (E.D.N.Y. 1925).
73. 8 F.2d 872 (E.D.N.Y. 1925).
74. Id. at 877 ("Repairs for Dodge Cars" was permitted).
75. E.g., Volkswagenwerk Aktiengesellschaft v. Church, 411 F.2d 350 (9th
Cir. 1969); Volkswagenwerk Aktiengesellschaft v. Brewer, 170 U.S.P.Q. 560 (D.
Ariz. 1971); Volkswagenwerk Aktiengesellschaft v. Karadizian, 170 U.S.P.Q. 565
(C.D. Cal. 1971); Volkswagenwerk Aktiengesellschaft v. Tatum, 344 F. Supp. 235
(S.D. Fla. 1972).
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pair," may not be used ....76
The court allowed the usage in a collateral sense by prohibiting the
word "Volkswagen" from standing out in the defendant's description as one measure to insure there would be no likelihood of
confusion.
In Volkswagen v. Church,7 defendant prominently used the
word "Independent" whenever the terms "Volkswagen" or "VW"
appeared, and did not use VW's distinctive lettering style, color
scheme or the encircled "VW" emblem. The court permitted this
use of plaintiff's trademark because there was no likelihood of confusion in that the public would not believe defendant to be an authorized Volkswagen dealer or repairman.
E. Summary: Elements Necessary to Successfully Raise a Defense of Truthful Description
As the preceding cases have illustrated, there is a judicially
created exception to trademark infringement which allows a defendant to use the plaintiff's valid trademark to describe truthfully
the defendant's product or service. Elements necessary to raise a
truthful description defense to trademark infringement and unfair
competition can be derived from cases where defendant has successfully defended his use or where the courts have permitted the
defendant to use the mark under court imposed restrictions. For a
court to allow the defendant to use the plaintiff's mark, it appears
that the defendant must show two things. First, he must show that
the allegedly infringing trademark was used in a truthful description of the defendant's product. This is demonstrated by defendant proving that his product in fact contains the plaintiff's product. Second, defendant must show that the use of the plaintiff's
trademark does not create a likelihood of confusion in the buying
public as to the source of the product or service being offered for
sale. Collateral use (i.e., using the mark in a way so it does not
stand out in the defendant's description)7 8 may be helpful to show
confusion is not likely, but such a use is by no means always necessary7h Any potential loss of plaintiff's good will resulting from defendant's use of the mark would go toward showing the existence
76.
77.
78.
79.

Karadizian,170 U.S.P.Q. at 568.
411 F.2d 350 (9th Cir. 1969).
Prestonettes, Inc. v. Coty, 264 U.S. 359, 368-69 (1924).
See, e.g., id. and American-Marietta Co. v. Krigsman, 275 F.2d 287 (2d

Cir. 1960).
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of a likelihood of confusion, for example, plaintiff being exposed to
criminal or civil liability, plaintiff being associated with inferior
quality in its own product as second-hand, defendant's replacement part or accessory product or defendant's service to plaintiff's
product. Caveat: state law should always be checked to determine
if the particular circumstance in which defendant desires to use

plaintiff's trademark is specifically prohibited.

THE DEFENSE OF COMPARATIVE ADVERTISING

If clinical studies show that a manufacturer's cold remedy is
more effective and longer lasting than that of his competitors, can
he advertise that to the public? Is it permissible to announce specifically what brands are inferior?

As evidenced by statute, the United States generally favors economic competition." This policy has a number of objectives, but
the primary one is to promote better, less expensive goods and services.8 ' One aspect of competition among economic rivals is found

in their advertising claims. The Federal Trade Commission, as a

matter of policy, encourages comparative advertising,82 that is, advertising "that compares alternative brands on objectively measurable attributes8 or price. . . .-8 Is it permissible then for an advertiser to use the valid trademark of another in his advertisement
to compare the product he is selling to another's product? Justice
Holmes spoke an early word in favor of protecting this public in-

80. Sherman Act, 15 U.S.C. §§ 1-7 (1976); Clayton Act, 15 U.S.C. §§ 12-27
(1981); Federal Trade Commission Act, 15 U.S.C. §§ 41-51 (1981).
81. C. KAYSEN & D. TURNER, ANTITRUST POLICY: AN ECONOMIC AND LEGAL
ANALYSIS (1959); Turner, The Scope of Antitrust and Other Regulatory Policies,
82 HARv. L. REV. 1207 (1969).
82. "Commission policy in the area of comparative advertising encourages
the naming of, or reference to competitor, but requires clarity, and, if necessary,
disclosure to avoid deception of the consumer." 16 C.F.R. § 14.15(b) (1981).
83. Callmann points out that when the defendant employs terminology such
as "substitute for," "made like," "similar to," or "as good as," to relate his product to the plaintiff's, defendant is capitalizing on the selling power of the plaintiff's mark. Callmann cites two reasons why courts should disallow such use of
plaintiff's trademark: first, it is unfair for a defendant in competition with plaintiff not to rely on his own efforts to bring his product to the public's attention;
second, the defendant is "acting as a judge in his own cause" and is thus using a
form of comparative disparagement. To avoid this, the comparison should be
made on "objectively measurable attributes" as required in the F.T.C. definition.
R. CALLMANN, supra note 35, § 84.2(b).
84. 16 C.F.R. § 14.15(c) n.1 (1981).
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terest in economic competition. His view was that not only do sellers have a right to produce a product (an unpatented product, that
is"5 ) like another's, but they have the right to tell the public that
they have done so through their advertising.8 6 Some years later the
Ninth Circuit Court of Appeals restated this policy in Smith v.
Chane8 7 where it said that to prohibit the use of a competitor's
trademark to identify the competitor's product would effectively
bar communicating a claim of equivalence of a product that sells
for a lower price. The Second Circuit Court of Appeals has stated
that the interest of the public in competitive prices among products is at least as great as the interest of the trademark owner in
his trademark."8
To protect this public interest in competition, the courts have
allowed the defendants to use plaintiff's valid trademark in defendant's comparative advertising, provided the use is in a truthful
description and that the use does not create a likelihood of confusion as to the sponsorship of the advertisement or the source of the
products advertised. 89
Litigation under the previously discussed, judicially created
defense of truthful description focused primarily on the element of
likelihood of confusion. Here, the element of truthfulness has
caused more controversy. 90 For example, where an advertisement
claimed a cigarette was lowest in tar at 2 mg., another cigarette
manufacturer whose product contained 2 mg. of tar brought suit;91
what the court described as a claim of "ambiguous" truth that
Anacin is better than Tylenol, was held actionable even though its
85. See Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 231-33 (1964);
Compco Corp. v. Day-Brite Lighting, Inc., 376 U.S. 234, 237-38 (1964).
86. Saxlehner v. Wagner, 216 U.S. 375, 376 (1910).
87. 402 F.2d 562 (9th Cir. 1968).
88. Societe Comptoir de L'Industrie Cotonnieve Establissements Boussac v.
Alexander's Dept. Stores, Inc., 299 F.2d 33 (2d Cir. 1962).
89. Id. at 36; Smith v. Chanel, 402 F.2d 562, 563-64 (9th Cir. 1968); S.S.P.
Agricultural Equipment, Inc. v. Orchard-Rite Ltd., 592 F.2d 1096, 1103 (9th Cir.
1979); Herbert Products, Inc. v. S & H Industries, Inc., 200 U.S.P.Q. 247
(E.D.N.Y. 1977).
90. This is understandable since one would expect that a competitor who
makes a claim of product superiority in a comparative advertisement would be
sure that the buying public would not be confused as to the identity of the products (at least, his product) or the sponsorship of the advertisement.
91. American Brands, Inc. v. R. J. Reynolds Tobacco Co., 413 F. Supp. 1352
(S.D.N.Y. 1976).
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"truth" was not ascertainable." In another case, a false claim that
others' motor oils lost viscosity while defendant's did not, where
such loss of viscosity was incorrectly perceived by the public to
have significant effect on engine operation, resulted in defendant
being enjoined from running the commercials. A key item of evidence in plaintiff's case was consumer surveys that demonstrated
the public perception of the representations made in the
advertisements.9"
This element of truthful description of the defendant's product or service is also a requirement if a violation of the Lanham
Act § 43(a) is to be avoided." But what is the measure of truth
that the defendant is required to make in his representations of
the plaintiff's product? One would expect that a misrepresentation
of plaintiff's product in a comparative advertisement falsely represents defendant's product by misrepresenting its relationship to
plaintiff's product, thus bringing the action within the scope of §
43(a). The Seventh Circuit, however, held in Bernard Food Industries, Inc. v. The Dietene Co.,95 that where there was a truthful
description of the defendant's product and a misrepresentation of
the plaintiff's product, § 43(a) did not apply.91 The court found
that there was a lack of evidence showing that the plaintiff's prod92. American Home Products Corp. v. Johnson & Johnson, 577 F.2d 160 (2d
Cir. 1978).
93. Quaker State Oil Refining Corp. v. Burmah-Castrol, Inc., 504 F. Supp.
178 (S.D.N.Y. 1980).
94. Any person who shall affix, apply, or annex, or use in connection with
any goods or services, or any container or containers for goods, a false
designation of origin, or any false description or representation, including
words or other symbols tending falsely to describe or represent the same,
and shall cause such goods or services to enter into commerce, any person who shall with knowledge of the falsity of such designation of origin
or description or representation cause or procure the same to any carrier
to be transported or use in commerce or deliver the same to any carrier
to be transported or used, shall be liable to a civil action by any person
doing business in the locality falsely indicated as that of origin or in the
region in which said locality is situated, or by any person who believes
that he is or is likely to be damaged by the use of any such false description or representation.
Lanham Act § 43(a).
95. 415 F.2d 1279 (7th Cir. 1969), cert. denied, 397 U.S. 912 (1970).
96. Id. at 1283. Accord Fur Information and Fashion Council, Inc. v. E. F.
Timme & Son, Inc., 501 F.2d 1048 (2d Cir. 1974), cert. denied, 419 U.S. 1022
(1974); Skil Corp. v. Rockwell International Corp., 375 F. Supp. 777 (N.D. Ill.
1974).
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uct was misrepresented. Therefore, at a minimum, defendant must
not misrepresent his own product to stay clear of the restrictions
of § 43(a). However, to come within the scope of the judicial defense of comparative advertising, the defendant must represent
both the plaintiff's product and his own truthfully. While defendant may misrepresent the plaintiff's product, and escape § 43(a),
state statutory law and the common law of unfair competition requires a prudent defendant to be scruplously accurate in portraying plaintiff's product as well as his own.97
For this defense, defendant is also required to prove that he
did not create a likelihood of confusion as to the source or identity
of the product or the sponsorship of the advertisement.9 8 It seems
unlikely in a comparative advertising situation that there could be
confusion over sponsorship of the advertisement or the source of
the products. It would seem that if the purpose of the comparison
is to show the superiority of the defendant's product, any confusion in the mind of the public as to whether it is the defendant's
product that is superior would indicate that either the advertisement failed miserably9" or the defendant misrepresented that the
plaintiff sponsored the advertisement.
Nevertheless, a recent case'00 in the Southern District of New
York illustrates how a comparative advertisement can cause confusion as to the source of the advertiser's product. Cuisinarts was the
United States distributor of Robot-Coupe food processors. RobotCoupe's food processors were sold under the name Cuisinarts. After some disagreements the parties went their separate ways.
Robot-Coupe S.A. formed Robot-Coupe International, a Delaware
corporation, to market its food processors under its own name.
Cuisinarts, during the pendency of its agreement with RobotCoupe, was permitted to import food processors of its own design
from Japan to sell alongside its Robot-Coupe manufactured models. All were sold under the Cuisinarts trademark. Cuisinarts continued to sell the Japanese units after the agreement ended.
Robot-Coupe then ran two series of advertisements. Cuisinarts
97. Fur Information and Fashion Council, Inc. v. E. F. Timme & Son, Inc.,

501 F.2d 1048 (2d Cir.), cert. denied, 419 U.S. 1022 (1974).
98. Smith v. Chanel, Inc., 402 F.2d 562, 563 (9th Cir. 1968).

99. This might happen in a live, taste comparison test. Schlitz Beer took such

chances during commercials run on national television during the 1980 National

Football League Playoff Games and the SuperBowl.
100. Cuisinarts, Inc. v. Robot-Coupe Int'l Corp., 509 F. Supp. 1036 (S.D.N.Y.
1981).
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complained only about the second series, but the court took judicial notice of the first series, arguably to bring the second series
within the scope of the comparative advertising defense.' 0 '
The first series of ads pictured Cuisinarts food processors
along with other Japanese food processors and touted the fact that
Robot-Coupe was the original and is still made in France. A footnote to the ad explained that it was now importing and selling
under its own name where formerly Cuisinarts had done so. The
second series of ads headlined this caption: "ROBOT-COUPE.
IT'S PRONOUNCED ROBO COOP." Underneath in smaller but
prominent type the ad read: "(It Used To Be Pronounced
CuisinartR)*." The asterisk referred to the same footnote which appeared in the first series of ads. Upon a showing that three newspaper food critics announced in their columns that Cuisinarts had
either changed its name or gone out of business, the court enjoined
Robot-Coupe's use of the phrase, "It Used To Be Pronounced
Cuisinart," and any reference to the previous arrangement with
Cuisinart. This interpretation may be strained but is illustrative of
how an advertisement may be comparative and still create confusion as to source.
The cases have demonstrated that there is a public policy protecting economic competition and, specifically, comparative advertising. A defendant may use the valid trademark of a competitor
without his authorization in such advertisements with certain provisions. First, the allegedly infringing trademark must be used in a
truthful description of the defendant's product or service. Caveat:
with the exception of Lanham Act § 43(a) actions, the representations of both defendant's and plaintiff's products in the advertisement must be truthful. Second, the use of the allegedly infringing
trademark must not create a likelihood of confusion for the buying
public as to the source or identity of the product or sponsorship of
the advertisement.
THE DEFENSE OF PARODY AND SATIRE

Under the judicially created defenses discussed above, elements required to raise a successful defense were ascertained by
looking at cases won by successful defendants and at cases where
defendants were permitted to use the plaintiff's valid mark but
101. Id. at 1042. However, the court characterized the second series as "com-

petitive" advertising, citing Smith v. Chanel, and equated this species with comparative advertising.
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under the restrictions of a court order. What might be considered a
third judicial exception stands on grounds so narrow and is articulated so poorly that it is better viewed as an emerging defense
rather than an established one.
The public interest in allowing this defense is found under the
first amendment 0 2 and is described as "that right of satirical expression 'deserving of substantial freedom-both as entertainment
and as a form of social criticism.' "108

The elements courts appear to require in allowing defendant
to use plaintiff's trademark in this circumstance are that: first, the
trademark must be used in a manner which can be characterized as
parody or satire; second, that there is no alternative avenue of
communication open to the defendant; and third, that the use does
not create a likelihood of confusion that plaintiff sponsored the
use.
An initial distinction between this situation and the preceding
areas is that there the defendant was using plaintiff's actual trademark and not an imitation. Here, where defendant is employing
parody, the mark used will often be a "colorable limitation," 1 4 for
example, "Enjoy Cocaine" for "Enjoy Coca-Cola"10 5 or Morey Amsterdam's Betty Cooker Crock Book for Drunks for Betty Crocker
Cookbook.10 6 The plaintiff should have little difficulty showing that
the trademark the defendant is using is a colorable imitation of
plaintiff's because if the defendant's parody is to be recognized by
the public, the connection with plaintiff's mark must be readily
understandable.1 0 7 This imitative use tends to make some courts
and parties view the action as simple infringement without giving
102. U.S. CONST. amend. I.
103. Girl Scouts of U.S.A. v. Personality Posters Mfg. Co., 334 F. Supp. 1228,
1235 (S.D.N.Y. 1969) (quoting Berlin v. E.C. Publications, Inc., 329 F.2d 541, 545
(2d Cir.) cert. denied, 379 U.S. 822 (1964)). The fact that the court in stating the

public interest being protected in a trademark infringement action quotes a copyright case illustrates the difficulty courts have had in analyzing this emerging defense in a trademark setting.

104. "The term 'colorable imitation' includes any mark which so resembles a

registered mark as to be likely to cause confusion or mistake or to deceive." Lan-

ham Act § 45.

105. Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183 (E.D.N.Y.
1972).

106. General Mills, Inc. v. Henry Regnery Co., 421 F. Supp. 359 (N.D. Ill.

1976).

107. Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183, 1187 (E.D.N.Y.

1972).
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credence to the special circumstances in which the use is made and
hence this defense is not raised.108
In actions where a trademark is claimed to have been parodied, courts do not always analyze the initial element of whether
there was parody. In a sexually explicit film in which the heroine
wore "a uniform strikingly similar to that worn by the Dallas Cowboys Cheerleaders," the court, without explanation, found that
"defendants' use of plaintiff's uniform hardly qualifies as
10 9
parody."'
It is not always clear from the reported cases how defendants
convinced the court that their use was parody. This much, however, is clear. Something more than mere parody or satire must be
shown if a defendant is to avoid liability for trademark infringement and unfair competition. Where defendant manufactured a diaper bag employing the red and green Gucci stripe with the phonetically similar mark "Gucchi" followed by "Goo," the court
stated that the fact that the "Gucchi Goo" diaper bag was only
intended as a joke was of no consequence and held that infringement had occurred.110
Should defendant show the use of the mark was for parody he
must overcome a second hurdle. Use of the trademark must also be
such that there is no "adequate alternative avenue of communication.""' Defendants often contend that the use of plaintiff's mark
is protected under the first amendment as free expression against
government regulation. In this circumstance, the regulation is
under state and federal trademark and unfair competition statutes
which give the plaintiff his cause of action. Because such regulation
is not aimed at governing the content of the communication and
does so only indirectly, there must be a rational relationship between the means and the ends of the regulation"' for the regulation to be constitutional. Because the defendant's message is usu108. Gucci Shops, Inc. v. R. H. Macy & Co., 446 F. Supp. .838 (S.D.N.Y.
1977); General Mills, Inc. v. Henry Regnery Co., 421 F. Supp. 359 (N.D. Ill. 1976).
109. Dallas Cowboys Cheerleaders, Inc., v. Pussycat Cinema, Ltd., 604 F.2d

200, 203, 206 (2d Cir. 1979). To be a parody, the sulject matter of the parody
must be imitated in a manner so that it appears ridiculous. This is usually done in
a way so that the parodied subject appears in a ludicrously inappropriate fashion.
In its popular sense, "satire" is broader than "parody" in that the subject of the
satire is merely held up to ridicule. See OXFORD ENGLISH DICTIONARY (1971).
110. Gucci Shops v. R. H. Macy & Co., Inc., 446 F. Supp. 838, 840 (S.D.N.Y.
1977).
111. Lloyd Corp. v. Tanner, 407 U.S. 551, 567 (1972).

112. See L.

TRIBE, AMERICAN CONSTITUTIONAL LAW,

§§ 12-20 (1978).
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ally articulated to the court in broad terms"' and thus can nearly
always be conveyed in another manner, he usually loses. "
In Reddy Communications, Inc. v. Environmental Action
Foundation,Inc.,'" a novel first amendment theory was argued by
the defendant. There, the Environmental Action Foundation used
a caricature of plaintiff's cartoon .character "Reddy Kilowatt" in a
publication entitled, How to Challenge Your Electric Utility.
Plaintiff's principal business consisted of licensing for profit the
use of Reddy to public utilities for their promotional use. Defendant's first amendment theory was based on Marsh v. Alabama"'
and its progeny. Defendant contended that licensees were regulated public utilities whose property was devoted to public use.17
Similarly, plaintiff's property (in this case, Reddy) had taken on
the qualities of property devoted to the public use, and as such,
being exposed to the marketplace of ideas, plaintiff should permit
any member of the public to use Reddy for purposes of public
comment and debate." 8 The court in Reddy Communications
characterized the case more as a conflict between the plaintiff's
fifth amendment right not to be deprived of its property without
due process against defendant's first amendment right of free expression. 9 In balancing the interests of the parties, the court said
that defendant had "infinite" alternative avenues of communication to express its message, while plaintiff had no means of protecting the value of its property interest other than that afforded
by trademark law. 20
It would seem then, that to overcome the alternative avenue of
communication hurdle, the message defendant purports to convey
by the parodied use of the plaintiff's trademark must be narrowly
confined. Thus, for the defendant to prevail, the uniform strikingly
113. See, e.g., Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd.,
604 F.2d 200, 206 (2d Cir. 1979) (The court found that defendant could have commented on "sexuality in athletics" without infringing plaintiff's trademark; therefore, no violation of defendant's first amendment rights was found.).
114. Courts have spent little time analyzing this issue and have been content
to quote the Lloyd Corp.'v. Tanner requirement that there must be no alternative
avenue of communication in order to allow the parody.
115. 199 U.S.P.Q. 630 (D.D.C. 1977).
116. 326 U.S. 501 (1946).
117. Munn v. Illinois, 94 U.S. 113 (1877).
118. Reddy Communications, Inc. v. Environmental Action Foundation, Inc.,
199 U.S.P.Q. 630, 634 (D.D.C. 1977).
119. Id.
120. Id.
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similar to the Dallas Cowboys Cheerleaders required a more narrowly articulated message than "sexuality in athletics.""12 But on
the other hand, it would appear that the "Gucchi Goo" message
would be impossible to convey without Gucci as the target of the
parody. One wonders that if this parody and satire defense had
have been raised in Gucci, would the no alternative avenues of
communication requirement have been met?
The final element the defendant must prove is that his use of
plaintiff's mark does not create a likelihood of confusion in the
mind of the buying public as to who sponsored the use of the
mark. Two cases where the defendants were successful and the
court permitted the continued use of the plaintiff's trademarks are
Girl Scouts of U.S.A. v. PersonalityPosters Mfg. Co."22 and Reddy
Communications, Inc. v. Environmental Action Foundation,
Inc.1 2' Both cases turned on a finding that the plaintiff did not
prove that there was a likelihood of confusion. In Reddy Communications, the only proof the plaintiff presented on the issue of
likelihood of confusion was that one of its utility licensees received
a telephone call from a customer who was confused as to which
consumer group sponsored another anti-utility publication.12 4 This
failed to satisfy the standard.
The defendant in Girl Scouts produced and sold posters which
pictured "a smiling girl dressed in the well-known green uniform of
the Junior Girl Scouts, with her hands clasped above her protruding, clearly pregnant abdomen. The caveat "BE PREPARED" appears next to her hands."' 2" The only evidence submitted on the
likelihood of confusion issue was an affidavit that the plaintiff received telephone calls from the public expressing indignation concerning defendant's poster. As the court bluntly pointed out, "indignation is not confusion.""26 In its summation, the court said:
Those who may be amused at the poster presumably never
viewed the reputation of the plaintiff as being inviolable. Those
who are indignant obviously continue to respect it. Perhaps it is
because the reputation of the plaintiff is so secure aganst the wry
assault of the defendant that no such damage has been
121. Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d

200, 206 (2d Cir. 1979).
122. 304 F. Supp. 1228 (S.D.N.Y. 1969).
123. See note 115 supra.

124. 199 U.S.P.Q. at 635-36.

125. Girl Scouts, 304 F. Supp. at 1230.
126. Id. at 1231.
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demonstrated.12 7
Perhaps the fact that the Girl Scouts did not license their
mark to appear on ashtrays, sun visors, lamps, T-shirts and other
unrelated paraphernalia to be sold beyond their "official" market
and to the general public, 12 8 as many owners of well known trademarks do, 129 worked to its disadvantage. The use of the mark in
the poster was permitted.
A poster urging onlookers to "Enjoy Cocaine" clearly imitative
of Coca-Cola's "Enjoy Coca-Cola" trademark was held to have created actual confusion when the plaintiff submitted affidavits from
consumers and a television reporter. The consumers were in the
midst of organizing a group boycott against Coca-Cola for sponsoring the poster when the reporter discovered that the company did
not sponsor the "Enjoy Cocaine" poster. Fortunately for CocaCola's proof, its reputation was not as inviolable as that of the Girl
Scouts. 180

Defendants should note that in the other categories of judically created exceptions to unauthorized use of a trademark, courts
are often willing to articulate specifically how the defendant has
transgressed and simply restrict the use of the mark to a permissible use described in a court order. Such corrective orders do not
appear to arise in parody cases.
As can be observed from the preceding cases, the use of the
parodied mark may be in a non-commercial, social comment context.1" 1 Such a use would be more amenable to first amendment
protection. Other uses are clearly commercial and seemingly devoid of value as social comment. 18 2 There are uses which seem to
fit into both categories.1 88 Simply because the use is entertainment
and conducted for private profit does not diminish it as a constitu127. Id. at 1235-36.
128. Girl Scout Cookies notwithstanding.
129. See Atkin, National FootballLeague Properties:The Formal Licensing
Program, 1980-81 TRADEMARK LAW HANDBOOK 161 (1980); Finkelstein, The Deco-

rative View, in 1980-81

TRADEMARK LAW HANDBOOK

147 (1980).

130. Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183, 1189 (E.D.N.Y.
1972).

131. See text accompanying note 118 supra.

132. Chemical Corp. of America v. Anheuser-Busch, 306 F.2d 433, 434 (5th
Cir. 1962) ("Where there's life . . . there's bugs").
133. For example, the Girl Scout poster was produced and sold for profit due

to its entertainment value.
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tionally protected form of expression.1 84 It would seem, however,
that if the use were strictly commercial, the parody and satire defense would be more difficult to raise.
It appears, however, that a disparaging use of a mark clearly
for social comment or entertainment may be protected under this
defense. In addition to the examples of the Girl Scout poster and
Reddy Kilowatt caricature, University of Notre Dame v. Twentieth Century-Fox Film Corp.185 is illustrative. Here the regent of
Notre Dame sought to enjoin release of the movie John Goldfarb,
Please Come Home and both the hardback and paperback books of
the same title, all of which employed Notre Dame's mark. The depiction of the University, its football team, and its president in the
script was, as the trial court found, "ugly, vulgar and tawdry."' 8
The New York Supreme Court Appellate Division, however, said
that this should be of no concern to the lower court. In this unfair
competition action, the form of the work was parody and satire.1 87
The court quoted the United States Supreme Court: "What seems
to one to be trash may have for others fleeting or even enduring
values."' 38 and "What is one man's amusement, teaches another's
doctrine. ' '18
The public interest the courts are protecting is a right of parody and satirical expression as entertainment and social criticism.
As an emerging defense, it has only rarely been successful and its
articulation by litigants and courts has not yet been fully developed. It would appear that to assert this defense successfully, defendants must show: (1) that the trademark is used in a manner
which can be characterized as parody or satire; (2) that there are
no alternative avenues of communication open; and (3) that use of
the trademark creates no likelihood of confusion that the plaintiff
sponsored the use.
CONCLUSION

There are three judicially created defenses to the unauthorized
134. University of Notre Dame v. Twentieth Century-Fox Film Corp., 22

A.D.2d 452, 456, 256 N.Y.S.2d 301, 306, 144 U.S.P.Q. 454, 456 (1965).
135. Id.
136. University of Notre Dame v. Twentieth Century-Fox Film Corp., 44
Misc.2d 808, 815, 255 N.Y.S.2d 210, 217, 144 U.S.P.Q. 107, 110 (1964).
137. University of Notre Dame v. Twentieth Century-Fox Film Corp., 22

A.D.2d 452, 456, 256 N.Y.S.2d 301, 307, 144 U.S.P.Q. 454, 457 (1965).
138. Hannegan v. Esquire, Inc., 327 U.S. 146, 158 (1946).
139. Winters v. New York, 333 U.S. 507, 510 (1948).
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use of another's valid trademark: (1) truthful description, (2) comparative advertisement, and (3) parody and satire. Through these
defenses run three unifying principles which allow the defendant
to use the plaintiff's valid trademark despite plaintiff's claim of
''exclusive use."
The first unifying principle is truth. Truthfulness opens the
door for the defendant to use a mark without the consent of its
owner. Use of the mark must be in a truthful description of defendant's product. The plaintiff's product must meaningfully be contained within the defendant's product or, if in a comparative advertisement, the claims and description made about both products
must be truthful. This principle of truth is also operative in the
defense of parody and satire. The truth spoken in parody and satire is more evident and accepted in literature. The aim of classical
literary parody is to assert pointedly what the author perceives as
truth through ridicule. As can be attested by the readers of
Cervantes' Don Quixote, Swift's Gulliver's Travels and the short
stories of Max Beerbohm, "many a true word is indeed spoken in
jest.

14 0

A second unifying principle has been articulated as an element
in the emerging defense of parody and satire and is also present
implicitly in the defenses of truthful description and comparative
advertising. The principle is that there must be no alternative avenues of communication to convey the defendants' message. It is
clear that to tell the public what a product contains, a naming of
the contents is required; to name the contents, however, there is no
alternative but to use the trademarks. Similarily, if a claim of superiority is to be made in a comparative advertisement, advising
the public of the trademarks of the inferior products is necessary
their identity if the claims are to be more than mere
to establish
'14
"puffery. '

Because of the obvious first amendment problems in

the parody and satire defense, the "no alternative avenues" principle must be proven as an element to the defense.
The final unifying principle appearing in the three defenses is
that the use of the mark must not create a likelihood of confusion.
While the principle of truth opens the door for the defendant to
use the mark, unless the use can be made without creating a likeli140. Berlin v. E.C. Publications, Inc., 329 F.2d 541, 545 (2d Cir. 1964), cert.
denied, 379 U.S. 822 (1964).

141. Puffery is an expression of opinion by a seller not made as a representa-

tion of fact. Gulf Oil Corp. v. F.T.C., 150 F.2d 106, 109 (5th Cir. 1945).
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hood of confusion, it will not be permitted. The first two principles
provide a rationale for the defendant to use the mark. The last
principle provides that the owner of the mark and the public are
protected from any possible unreasonable negative implications of
the defendant's use.
JONATHAN
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